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Applicant's arguments filed 5-28-10 have been fully considered but they are not 
persuasive. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-4, 9, 11, 18, 19, 22-24, 26, 28, 30, 31, 33, 35 and 36 are rejected under 
35 U.S.C. 112, first paragraph, as failing to comply with the written description 
requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Applicants' now claimed ranges of flame spread values are not supported by 
the evidence of record, including Tables 1 -3 of the examples, in that the representation 
of the exemplified embodiments are not representative of the ranges of encompassed 
materials encompassed by the claims or the ranges of flame spread values 
encompassed by the now claimed range of values of the claims. The exemplified flame 
spread values for specific compositions of the examples are not representative of the 
range of values for the range of compositions encompassed by the claims. Further, 
there is no support for the claimed endpoint "not more than about 13". 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-4, 9, 11, 18, 19, 22-24, 26, 28, 30, 31, 33, 35 and 36 are rejected under 
35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. 

Claims are confusing as to intent because the conditions under which the flame 
spread values of the claims are determined are not set forth. There is not a universally 
understood standard for determining Flame Spread in systems of the instant concern 
such that the conditions used in determining the values of applicants' claims may be 
viewed as being implied. Claims are confusing as to intent because the intended metes 
and bound of applicants' claims can not be determined. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 9, 11, 18, 19, 22-24, 26, 28, 30, 31, 33, 35 and 36 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Sieker et al. (6,403,665) in view of Bodnar 
et al. (5, 143, 945). {all references have been previously cited}. 

Sieker et al. discloses preparations of rigid polyurethane or urethane-modified 
polyisocyanurate foams prepared by reacting isocyanates and isocyanate reactive 
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materials, including polyester polyols in elevated amounts as claimed, at isocyanate 
indexes inclusive of those claimed, in the presence of blowing agents reading on those 
claimed, urethane catalysts, and functionalized carboxylic acids as claimed (see column 
1 line 3 - column 7 line 63 and the examples, as well as, the entire document). The 
pKa in water values are values associated with the selection of the functionalized 
carboxylic acid and are not seen to be associated with difference in the claims in the 
patentable sense. 

Sieker et al. differs from applicants' claims in that alkali metal salt trimerization 
catalysts as claimed are not particularly required and amounts of inclusion when chosen 
are not specified (see again column 5 lines 52-63). However, Bodnar et al. (see column 
8 line 32 - column 9 line 36) discloses employment of these catalysts, including a 
preference for potassium 2-ethylhexanoate (column 9 lines 8-9), in polyurethane- 
polyisocyanurate foam systems for the purpose of ensuring the trimerization of excess 
isocyanate groups to isocyanurate linkages. Accordingly, it would have been obvious 
for one having ordinary skill in the art to have employed the trimerization catalysts of 
Bodnar et al. in the preparations of Sieker et al. in amounts as provided for by Bodnar et 
al. for the purpose of ensuring the trimerization of excess isocyanate groups to 
isocyanurate linkages during product formation in order to arrive at the products and 
processes of applicants' claims with the expectation of success in the absence of a 
showing of new or unexpected results. 

As to differences in the overlaps of amounts of the involved materials of the 
instant concern, it has long been held that where the general conditions of the claims 
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are disclosed in the prior art, discovering the optimal or workable ranges involves only 
routine skill in the art. In re Alter, 105 USPQ 233; In re Reese 129 USPQ 402 . Further, 
a prima facie case of obviousness has been held to exist where the proportions of a 
reference are close enough to those of the claims to lead to an expectation of similar 
properties. Titanium Metals v Banner 227 USPQ 773. (see also MPEP 2144.05 I) 
Similarly, it has been held that discovering the optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F.2d 272,205 USPQ 215 
(CCPA 1980). 

As to applicants' recently inserted range of flame spread values, it is held that 
such is a characteristic associated with the materials involved in the formation of the 
preparations of the instant concern, and, accordingly, these values of applicants' claims 
are intrinsic features associated with the products arising from the work-ups provided for 
by the teachings and fair suggestions of the combined prior art. 



When looking to showings of results in order to overcome a rejection, the 
following must be considered: 



Results Must be Unexpected: 

Unexpected properties must be more significant than expected properties to 
rebut a prima facie case of obviousness. In re Nolan 193 USPQ 641 CCPA 1977. 

Obviousness does not require absolute predictability. In re Miegel 159 USPQ 

716. 

Since unexpected results are by definition unpredictable, evidence presented in 
comparative showings must be clear and convincing. In re Lohr 137 USPQ 548. 

In determining patentability, the weight of the actual evidence of 
unobviousness presented must be balanced against the weight of obviousness of 
record. In re Chupp, 2 USPQ 2d 1437; In re Murch 175 USPQ 89; In re Beattie, 24 
USPQ 2d 1040. 
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Claims Must be Commensurate With Showings: 

Evidence of superiority must pertain to the full extent of the subject matter being 
claimed. In re Ackerman, 170 USPQ 340; In re Chupp, 2 USPQ 2d 1437; In re Murch 
175 USPQ 89; Ex Parte A, 17 USPQ 2d 1719; accordingly, it has been held that to 
overcome a reasonable case of prima facie obviousness a given claim must be 
commensurate in scope with any showing of unexpected results. In re Greenfield, 197 
USPQ 227. Further, a limited showing of criticality is insufficient to support a broadly 
claimed range. In re Lemin, 161 USPQ 288. See also In re Kulling, 14 USPQ 2d 1056. 

Result Must Compare to Closest Prior Art: 

Where a definite comparative standard may be used, the comparison must relate 
to the prior art embodiment relied upon and not other prior art - Blanchard v. Ooms, 68 
USPQ 314 - and must be with a disclosure identical (not similar) with that of said 
embodiment: In re Tatincloux, 108 USPQ 125. 

Applicants' have not persuasively demonstrated unexpected results for the 
combinations of their claims. Comparisons have not been made with the prior art 
embodiment relied upon. Applicants have not demonstrated their results to be 
unexpected and more than mere optimizations of the knowledge in the art or more 
significant than being secondary in nature. Applicants' have not demonstrated their 
showing to be commensurate in scope with the scope of combinations now claimed. 



Applicant's arguments have been considered. However, rejection is maintained. 

The new ranges of flame spread values set forth by applicants are addressed in 
the rejection above. It is held and maintained that these ranges of values are intrinsic to 
the preparations arising from the combination of teachings set forth above, and 
applicants have not demonstrated difference in a patentable sense over the 
preponderance of evidence, including beneficial flame and fire properties, provided for 
by the combined teachings of the above cited prior art. 

As to applicants' arguments directed towards the secondary teaching, it has long 
been held that one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
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F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). Bodnar et al. is looked to for the address of the 
deficiencies of Sieker et al. indicated in the rejection above. It is not looked to for its 
teaching of the features provided for by Bodnar et al. 



The following rejection previously set forth in the Office action mailed 6-15-09 
{without an additional reliance on Fishback et al.} is seen to be appropriately reinstated 
herein in light of applicants' reinsertion of OH functional groups into the claims: 

Claims 1-4, 9, 1 1 , 18, 19, 22-24, 26, 28, 30, 31, 33, 35 and 36 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Bodnar et al. (5,1 43,945) in view of 
Scherbel et al.(5,688,835). 

Bodnar et al. discloses preparations of polyisocyanurate based foams prepared 
by reacting isocyanates and isocyanate reactive materials, including polyester polyols in 
elevated amounts as claimed, at isocyanate indexes as claimed in the presence of 
blowing agents reading on those claimed, alkali metal salt trimerization catalysts in 
amounts as claimed, and functionalized and non-functionalized carboxylic acids, 
wherein the disclosed preparations read on the methods and products of applicants' 
claims (see examples, as well as, the entire document). 

The pKa in water values are values associated with the selection of carboxylic 
acid and are held to be intrinsic features of the teachings of Bodnar et al. 
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Bodnar et al. differs from applicants' claims as to the specific amounts and 
selection of catalysts for the function of trimerization and urethanization. However, 
Bodnar et al. discloses selection of catalysts in overlap with those of applicants' claims 
and disclosure for the purpose of imparting their catalyzing effect, including the role of 
trimerization and urethanization catalysis and the dual role of both (see column 8 line 
32-column 9 line 45). Accordingly, it would have been obvious for one having ordinary 
skill in the art to have employed catalysts within the teachings of Bodnar et al. for the 
purpose of controlling trimerization and urethanization effects during product formation 
in order to arrive at the products and processes of applicants' claims with the 
expectation of success in the absence of a showing of new or unexpected results. 
Further, though selection of amounts are not exact between Bodnar et al. and 
applicants' claims, it has long been held that where the general conditions of the claims 
are disclosed in the prior art, discovering the optimal or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233; In re Reese 129 USPQ 402 . Further, 
a prima facie case of obviousness has been held to exist where the proportions of a 
reference are close enough to those of the claims to lead to an expectation of similar 
properties. Titanium Metals v Banner 227 USPQ 773. (see also MPEP 2144.05 I) 
Similarly, it has been held that discovering the optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F.2d 272,205 USPQ 215 
(CCPA 1980). 

Bodnar et al. differs from claim 31 in that water is not particularly required. 
However, Bodnar et al. is clear as to employment of water being a preferred 



Application/Control Number: 10/772,903 Page 9 

Art Unit: 1796 

embodiment of their invention for the purposes of imparting the foaming effect. 
Accordingly, it would have been obvious for one having ordinary skill in the art to have 
employed water as the blowing agent of Bodnar et al. for the purpose of imparting the 
foaming effect in order to arrive at the products and processes of applicants' claims with 
the expectation of success in the absence of a showing of new or unexpected results. 

Applicants' claims differ from Bodnar et al. in that hydrocarbons are not 
particularly employed. However, Scherbel et al. discloses hydrocarbons to be 
replacement blowing agents for halofluorocarbons in rigid foam applications (see 
column 1 lines 40-65). Accordingly, it would have been obvious for one having ordinary 
skill in the art to have replaced the halocarbons of Bodnar et al. with the hydrocarbons 
of Scherbel et al. for the purpose of imparting the foaming effect with environmentally 
advantageous results in order to arrive at the products and processes of applicants' 
claims with the expectation of success in the absence of a showing of new or 
unexpected results. In addition to Scherbel et al.'s disclosure of specific selections of 
hydrocarbons falling within the group of compounds identified by applicants' claims, it is 
held that the selection of C4-C8 hydrocarbons are of the most readily envisioned 
selections of hydrocarbons from Scherbel et al.'s generic disclosure, and distinction 
based on this further aspect of applicants' claims. 

As to applicants' recently inserted range of flame spread values, it is held that 
such is a characteristic associated with the materials involved in the formation of the 
preparations of the instant concern, and, accordingly, these values of applicants' claims 
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are intrinsic features associated with the products arising from the work-ups provided for 
by the teachings and fair suggestions of the combined prior art. 



The following previous arguments are maintained to be still applicable: 

Applicant's latest arguments have been considered. However, rejection is 
maintained. 

As to applicants' arguments directed towards the deficiencies of the combined 
teaching, it is held that the claims as the currently stand would be properly arrived at 
from the teachings and fair suggestions of the cited prior art. One more concerned with 
environmental concerns rather than price, insulation, and compatibility would look to the 
substitution of alkanes of Scherbel et al. for the haloalkanes of Bodnar et al. with the 
expectation of success in the absence of a showing of new or unexpected results 
attributed to differences in applicants' claims that are commensurate in scope with the 
claims as they currently stand. At this time, no sufficient showing of new or unexpected 
results has been made. 



The following is also seen to be applicable to this rejection: 
The new ranges of flame spread values set forth by applicants are addressed in 
the rejection above. It is held and maintained that these ranges of values are intrinsic to 
the preparations arising from the combination of teachings set forth above, and 
applicants have not demonstrated difference in a patentable sense over the 
preponderance of evidence, including beneficial flame and fire properties, provided for 
by the combined teachings of the above cited prior art. 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should be directed to John 
Cooney whose telephone number is 571-272-1070. The examiner can normally be reached on M-F from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor. James Seidieck, can be 
I i li d or '1 1 { ii f 11 i ii \ < r i i' i -.in 1 r > 12 > 

8300. 
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